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REMARKS 

This amendment is filed in response to the Office Action dated April 12, 2006, in which 
claims 2, 5-15 and 74-85 are rejected. Claim 2 is hereby amended to more clearly describe the 
invention as claimed. Reconsideration and allowance of all pending claims is requested. 

Claims 2 and 5-15 are rejected under 35 U.S.C. § 112, first paragraph, as failing to 
comply with the written description requirement for lack of a written description of the limitation 
"axes." Claim 2 is hereby amended to remove the reference to "axes." 

Claims 2, 5-15 and 74-85 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite with respect to the limitation "weight lifting devices." Claim 2 is hereby amended to 
remove the reference to "weight lifting devices. 

Based on these amendments to claim 2, Applicants submit that claims 2 and 5-15 fully 
comply with the requirements of 35 U.S.C. § 112, first and second paragraphs. Reconsideration 
and allowance of claims 2 and 5-15 is requested. 

With regard to the rejection of claims 74-85 under § 112, second paragraph, the Office 
Action provides no basis for the rejection. If the Examiner intended to reject claims 74-85 under § 
112, Applicants request a statement of the grounds of the rejection. Otherwise, reconsideration 
and allowance of claims 74-85 is requested. 

Claims 2, 5-15 and 74-85 are rejected under 35 U.S.C. 102(b) as anticipated by Cunning 
(U.S. Patent No. 5,435,696). For the reasons set forth below, Applicants submit that the Cunning 
reference fails to teach the inventions recited in clauns 2, 5-15 and 74-85. Applicants respectfully 
request reconsideration and allowance of those claims. 

The rejection of claim 2 under 102(b) was apparentiy based on the reasoning that the phrase 
"weight lifting device" may be construed broadly enough to encompass the pedestal fan described by 
Cuiming. As noted above, claim 2 has been amended to remove the reference to "weight Ufting 
devices." Applicants submit that claim 2 as ainended patentably defines over the Cunning reference. 
Since claims 5-15 depend on claim 2, claims 5-15 also patentably define over Cunning. 
Reconsideration and allowance of claims 2 and 5-15 is requested. 

Claim 74 is directed to a muscle trainer having an elongate body with a grip formed on the 
body. According to claim 74, "the muscle trainer is free of projections or structures that extend in a 
direction perpendicular to the longitudinal axis of the elongate body, which projections or structures 
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may interfere with a wrist or arm of the person as the person holds the grip with at least one hand and 
swings the muscle trainer." This claim was rejected as anticipated by the Cunning reference which 
shows a fan having a base (16) attached to a shaft (17) by a screw (22). It is asserted in the Office 
Action that "when the base element is not attached to the shaft, it is clear that there would be no 
projections or structures that would interfere with the wrist of the arm of the person." For the reasons 
set forth below, Applicants submit that this assertion does not establish anticipation. 

First, the Cunning reference does not describe any configuration wherein the base is separated 
from the shaft and the shaft is attached to the fan unit. The Cunning reference describes only two 
configurations of the fan: one wherein the fan unit (40) is attached to the shaft which is attached to the 
base (FIG. 1), and one wherein the fan unit (40) is attached directly to the base without the shaft 
(described in column 2, lines 57-61 ). Neither of these configurations meet the limitations of claim 74 
which requires the elongate body and the force generator and no interfering projections. 

The Cunning reference also does not inherently disclose a configuration wherein the base is 
separated fi'om the shaft while the shaft is attached to the fan unit. The mere possibility that the base 
could be separated ft'om the shaft and fan unit does not provide an inherent disclosure of a 
configuration wherein the base is separated from the shaft and fan unit. In re Robertson, 169 F.3d 743, 
745 (Fed. Cir. 1 999)( "Inherency . . . may not be established by probabilities or possibilities. The mere 
fact that a certain thing may result fi'om a given set of circumstances is not sufficient. ") 

Secondly, there is no teaching in the Cunnmg reference that enables the invention of claim 1. 
As noted above, the Cunning reference does not describe or suggest separating the shaft (17) and fan 
head portion (40) from the base (16) which would allow the shaft to be gripped and swung without 
interference from the base. For the Cunning reference to anticipate claim 74, there must be some 
enabling description of a shaft having no projections or structures that would otherwise interfere with a 
person' s wrists or arms when gripping and swinging the structure. There is simply no teaching of such a 
configuration in the Cunning patent. "It is well settled that prior art under 35 U.S.C. § 102(b) must 
sufficiently describe the clauned invention to have placed the public in possession of it." In re 
Donahue, 766 F.2d 531, 533 (Fed. Ch. 1985). Because the Cunning patent lacks an enabling 
description of the base separated from the shaft so as to not interfere with gripping and swinging the 
shaft, it is improper to cite the Curming patent as 102(b) prior art. 
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Tliirdly, if a prior art device was not designed, adapted or actually used to perform the function 
of the claimed invention, it is not sufficient to constitute an anticipation that the prior art device might, 
by modification, be made to function as claimed. Topliffv. Topliff, 145 U.S. 156 (1892). Prior art 
devices that are merely capable of being adjusted so as to operate in the same manner as a claimed 
device do not anticipate. Clough v Gilbert & Barker Mfg. , 1 06 U.S. 1 66 (1 882). Although the Cunning 
fan could possibly be modified to be gripped and swung without interference with a person's wrists or 
arms, the Cunning fan clearly was not designed to be gripped and swung in such a manner. Also, there 
is no disclosure in the Curming reference of adapting the fan to be swung or of actually swinging the 



Accordingly, Applicants submit that claim 74 patentably defines over the Cunning reference. 
Reconsideration and allowance of claim 74, and claims 75-85 which depend on claim 74, is requested. 

In light of the foregoing discussion of the claims of the invention and the cited reference, 
Applicants respectfully submit that a full and complete response to the Office Action is provided 
herein, and that all of the pending claims are now in condition for full allowance. Action in 
accordance therewith is respectfully requested. 

If the Examiner identifies further issues that may be resolved by telephone, the Examiner is 
invited to contact the undersigned at (865) 546-4305. 

In the event this response is not timely filed, Applicants hereby petition for the appropriate 
extension of time and requests that the fee for the extension along with any other fees that may be 
due with respect to this paper be charged to Deposit Account No. 12-2355. 



fan. 



Respectfully submitted, 

LUEDEKA, NEELY & GRAHAM, P.C. 





Mark P. Crockett 
Registration No. 47,507 



P.O. Box 187r 
Knoxville, Tennessee 37901 
(865) 546-4305 
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